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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 28, 2009 has been entered. 



Response to Arguments 

2. Applicant's arguments filed September 28, 2009 with respect to claims 1 - 33 
have been fully considered but they are not persuasive. 

Applicant argues that Kung discloses a proximity detector that determines a 
distance between a primary coil and a secondary coil by determining the resonant 
frequency of the primary coil, and does not teach measuring the strength of a magnetic 
field generated at least in part by an external transceiver. However, both the Jeutter 
and Chen references are relied upon to teach measuring the strength of a magnetic 
field proximal to the external transceiver and determining a position of the external 
transceiver relative to the implanted transceiver from the measured magnetic field 
strength. The Kung reference is merely relied upon to teach that it is known that an 
external transceiver can generate a magnetic field that can be used by an implanted 
device to determine the relative position. Furthermore, in column 15, lines 50 - 56, the 
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Kung references teaches that secondary coil (the implanted device) is capable of 
determining if the strength of the magnetic signal of the external device exceeds a 
threshold. 

In response to applicant's argument that the proposed combinations of Jeutter 
and Kung and Chen and Kung would render both Jeutter and Chen unsatisfactory for its 
intended use, the test for obviousness is not whether the features of a secondary 
reference may be bodily incorporated into the structure of the primary reference; nor is it 
that the claimed invention must be expressly suggested in any one or all of the 
references. Rather, the test is what the combined teachings of the references would 
have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 
USPQ871 (CCPA1981). 

3. Applicant's arguments with respect to claim 58 have been considered but are 
moot in view of the new ground(s) of rejection, necessitated by amendment. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 58 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 1 03(a) as obvious over Chen et al. (USPN 6,1 38,61 81 ). 

Regarding claim 58, Chen discloses an apparatus comprising a means for 
measuring the strength of a magnetic field (e.g. column 4, lines 25 - 30); means for 
determining the position of the external device relative the implant (e.g. column 4, lines 
33 - 36); means for comparing a measured strength to a threshold value and means for 
indicating the external device is displaced when the measured strength exceeds a 
threshold value (e.g. column 6, lines 3-15); means for mapping that comprises a look- 
up table comprising a plurality of pairs of values of magnetic field strength to separation 
distance (e.g. column 6, lines 3-15). The phrase "when the measured strength of the 
magnetic field proximal to the external transceiver is greater than the threshold value" is 
functional language. The processor taught by Chen is capable comparing the 
measured strength against a threshold and indicating the external transceiver has been 
displaced when the measured strength of the magnetic field proximal to the external 
transceiver is greater than the threshold value. 

In the alternative, processors that determine a difference between a desired 
value and a measured value are well known in the art. In such a case, the difference is 
compared against a threshold to determine if it is greater than a threshold value. It 
would have been an obvious matter of design choice to a person of ordinary skill in the 
art to modify the system as taught by Chen with a system that indicates the transceiver 
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has been displaced when the measured strength of the magnetic field is greater than 
the threshold value, because Applicant has not disclosed that requiring the measured 
strength to be greater than the threshold value provides an advantage, is used for a 
particular purpose, or solves a stated problem. One of ordinary skill in the art, 
furthermore, would have expected Applicant's invention to perform equally well with 
requiring the measured strength to be less than the threshold value as taught by Chen, 
because it provides an indication of alignment and a distance that is required to 
optimize alignment and since it appears to be an arbitrary design consideration which 
fails to patentably distinguish over Chen. 

Therefore, it would have been an obvious matter of design choice to modify Chen 
to obtain the invention as specified in the claims. 

7. Claims 1 -4, 11, 12, 16 - 19, 28, and 29 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jeutter (U.S. Patent 5,314,453) in view of Kung (U.S. Patent 
6,366,817). 

Regarding claims 1 - 4, 11, 12, 16 - 19, 28, and 29, Jeutter discloses a method 

and apparatus comprising a means for measuring the strength of a magnetic field (e.g. 
column 6, lines 4-12); means for determining the position of the external device 
relative the implant and indicating through use of a visible indication that the device is 
displaced when the measured strength is greater than a threshold value (e.g. column 4, 
line 67 - column 5, line 10); but fails to teach that the magnetic field is generated at 
least in part by the external transceiver. Kung teaches it is known to use an externally 
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generated magnetic field in order to determine the position of an implantable device in 
relation to the external device as set forth in column 15, lines 50 - 56. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the generated magnetic field as taught by Jeutter with a magnetic field 
generated at least in part by an external device as taught by Kung, since such a 
modification would provide the predictable results of allowing a physician or a technician 
to easily access the magnetic field generator and thus more easily perform maintenance 
on the generator. 

8. Claims 1 - 7, 11 - 22, and 28 - 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chen et al. (U.S. Patent 6,138,681) in view of Kung. 

Regarding claims 1 - 7, 11- 22, 28 - 32, Chen discloses a method and 
apparatus comprising a means for measuring the strength of a magnetic field (e.g. 
column 4, lines 25 - 30); means for determining the position of the external device 
relative the implant (e.g. column 4, lines 33 - 36); means for indicating the external 
device is displaced when the measured strength is greater than a threshold value (e.g. 
column 6, lines 3-15); means for mapping that comprises a look-up table comprising a 
plurality of pairs of values of magnetic field strength to separation distance (e.g. column 
6, lines 3-15); wherein the means for measuring comprises a pickup coil positioned in 
a plane substantially perpendicular to a primary axis of the magnetic field and 
comprising an open circuited single turn (e.g. column 4, liens 50 - 58); but fails to teach 
that the magnetic field is generated at least in part by the external transceiver. Kung 
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teaches it is known to use an externally generated magnetic field in order to determine 
the position of an implantable device in relation to the external device as set forth in 
column 15, lines 50 - 56. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to modify the generated magnetic field as taught 
by Chen with a magnetic field generated at least in part by an external device as taught 
by Kung, since such a modification would provide the predictable results of allowing a 
physician or a technician to easily access the magnetic field generator and thus more 
easily perform maintenance on the generator. 

9. Claims 8 - 10, 23 - 27, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chen et al. in view of Kung as applied to claim 1 above, and further 
in view of Bornhoft et al. (U.S. Patent Application Publication 2003/0074035). 

Regarding claims 8 - 10, and 23 - 27, Chen discloses the claimed invention 
except a bidirectional transcutaneous link. Bornhoft teaches that it is known to use 
transceivers having a bidirectional RF telemetric link for the transmitting of power and 
data signals as set forth in paragraphs 13, 14, and 29. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
transcutaneous link as taught by Chen with the bidirectional RF link as taught by 
Bornhoft, since such a modification would provide the predictable results of minimizing 
the amount of circuitry in both the implanted device and the external device while still 
allowing both data and power to be transferred from one device to another. 

Regarding claim 33, Chen discloses the claimed invention except for peak 



Application/Control Number: 10/526,493 Page 8 

Art Unit: 3762 

detector means. Bornhoft teaches that it is known to use peak detector means to 
determine the magnetic strength as set forth in paragraph 25. It would have been 
obvious to one having ordinary skill in the art at the time the invention as made to 
modify the pick-up coil as taught by Chen with the peak detecting means as taught by 
Bornhoft, since such a modification would provide the predictable results of efficiently 
determining the amplitude of the received signal, and thus determining the positioning of 
the external device relative the implanted device. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph M. Dietrich whose telephone number is 
(571)270-1895. The examiner can normally be reached on M-F, 8:00 - 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 571-272-4955. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J. M. D./ 

Examiner, Art Unit 3762 



/George R Evanisko/ 

Primary Examiner, Art Unit 3762 



